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DETAILED ACTION 



Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



2. Claims 11-16 and 23-26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Winkler (US 3,700,748). 

The reference discloses hydrbgenation of conjugated diene/vinyl arene block 
copolymers wherein substantially all of the pendant vinyl groups are hydrogenated, but 
less than 50% of the 1 ,4-unsaturations are hydrogenated; the 1,2-structures comprise 
8-80%, and the process includes an iron catalyst (col. 2, lines 28-42; col. 5, lines 10-16; 
claims 1-8). Example 1 describes an embodiment of the process, but has not included 
an iron-containing catalyst and has not reported the resultant percentage of 1,4-content. 
However, one of ordinary skill in the art would be motivated to obtain the claimed 
process for the following reasons. The reference clearly and repeatedly states that 
hydrogenation of the 1,4-groups is less than 50% while the hydrogenation of 1,2-groups 
is substantially complete, and therefore for at least the range of block copolymer having 
about 60%-65% vinyl content prior to hydrogenation, the expected result would be a 
hydrogenated polymer with vinyl content of less than 5% and 1 ,4-content of at least 
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30% as required in the claims. Furthermore, selection of Fe catalyst would be obvious 
because It is recommended among only three metals. Regarding the presence of 
lithium alkoxide, the example described In the reference has not reported including any 
components which would result in lithium alkoxide, and therefore the use of analogous 
methods using an Fe catalyst would not be expected to contain the prohibited levels of 
lithium alkoxides. 

Applicants' discussion of this reference in the specification is noted; however, 
applicants' comparative examples have not accurately reproduced the example of the 
reference, and therefore the reason for applicants' failure to obtain the predicted product 
cannot be determined. If applicants are attempting to challenge the accuracy of the 
methods and results described in the reference (and perhaps the enablement of the 
patented claims), the showing must be of sufficient character and weight that the 
ordinary skilled worker would necessarily conclude that the hydrogenation product 
stated the reference is not possible to obtain from the recommended procedures. 
Applicants' comparative examples do not constitute such a showing. 

3. Claims 17-22 and 27-32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Winkler (US 3,700,748) in view of Willis et al. (US 4,396,761). 

The parent claims are discussed with respect to Winkler above. Winkler is 
primarily concerned with the hydrogenation process, and does not discuss methods of 
polymer processing workup, such as catalyst removal steps. However, removal of 
transition metal catalyst removal is commonly done to improve the properties of the 
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hydrogenated polymer. Therefore, one of ordinary sl<ill in ttie art would be motivated to 
use conventional methods which have been successfully used for this purpose, such as 
the method disclosed in Willis, which describes a method for removing hydrogenation 
residues by treatment with an alpha hydroxyl sulfonic acid (see abstract, col. 2, lines 5- 
28). 

4. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Roberto Rdbago whose telephone number is (571 ) 272- 
1 109. The examiner can normally be reached on Monday - Friday from 8:00 - 4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on (571) 272-1 1 14. The fax phone number for 
the organization where this application or proceeding is assigned Is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. . 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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